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Application/Control Number: 10/000,057 
Art Unit: 1711 

1 . The prior art rejections from the previous final Office action have been 
maintained. 

Claim Rejections - 35 USC § 103 

2. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

3. Claims 17-18, 31-32, and 42-50 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Blum ('873) in view of Dai Nippon. 

4. From a prior Office action: 

Blum teaches an aqueous binder composition comprising a polyurethane dispersion to be 
used as a coating (abstract). Polyurethane dispersions using aliphatic isocyanates are preferred 
(col. 5 lines 24-35). The coatings are useful as basecoats or topcoats for fiber cement building 
materials, where the coatings are preferably cured at temperatures from room temperature to 80 *C 
(col. 7 lines 1-21). Thus, the reference teaches thermal curing of the coatings at temperatures 
lower than 100 °C. Note that the making of a "fiberboard cement siding product" is deemed an 
intended use. Thus, since a coated fiberboard cement product could be used as a siding product, it 
is the examiner's position that this limitation is anticipated by the reference. Although Blum teaches 
the coatings as basecoats and topcoats, the reference does not exemplify a method of providing a 
fiberboard cement substrate, coating the substrate with a sealer, coating the sealer with a primer, 
coating the primer with a decorative coating, coating the decorative coating with a top coating, and 
curing the top coating. Dai Nippon demonstrates that such a process is conventional in the cement 
board art. Dai Nippon teaches forming a basecoat on the surface of a cement board substrate, 
providing an ink layer on the base coat, and applying a clear coating on the ink layer (abstract). 
The basecoat includes a sealer layer and a primer layer, where the sealer serves to prevent elution 
of the minerals in the substrate and the primer serves to promote adhesion of the decorative layer 
[0011]. The ink layer serves to provide a desired appearance. It is the examiner's position that it 
would have been prima facie obvious to employ a coating system including a sealer layer, primer 
layer, and decorative layer according to Dai Nippon's invention in the coated substrates of Blum's 
invention to provide articles with improved adhesion, elution prevention, and appearance. 

Regarding the claimed molecular weights, Blum teaches the use of polyester polyols 
having number average molecular weights of 500-50,000 (abstract). Since the polyols themselves 
can have molecular weights as high as 50,000, it is the examiner's position that it would have been 



Page 2 



Application/Control Number: 10/000,057 



Page 3 



Art Unit: 1711 

prima facie obvious to form a polyurethane having a high molecular weight in the expectancy of 
forming a coating with equivalent solvent resistance. 

Regarding the claimed acid numbers, note that Blum teaches polyester polyols having 
acid numbers of £10 and £15 (examples). Since the polyurethane dispersions are made by the 
same types of reactants as those used by the applicant, it is the examiner's position that the 
polyurethane dispersions of Blum would possess the applicant's claimed acid numbers. Also, note 
that it has been shown that polyester polyurethane dispersions made by neutralizing polyester 
polyurethanes conventionally possess acid numbers within the applicant's claimed range, where 
the starting polyesters have the same acid numbers as those of the primary reference (Blum et al. 
*209, col. 1 line 52-col. 2 line 17; col. 3 lines 34-38). From this showing, it is the examiner's position 
that the polyurethane dispersions of Blum '873 would possess the claimed acid numbers. 



5. Claims 51-52 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Blum ('873) in view of Dai Nippon, as applied to claims 17-18, 31-32, and 42-50 above, 
and further in view of the applicant's admitted prior art. 

6. From a prior Office action: 

Blum and Dai Nippon apply as above, failing to teach the method steps including stacking 
a coated fiberboard siding product against another siding product. The applicants admit that 
traditional practices using fiber cement board materials include a stacking operation for ease of 
shipping (p. 1 line 10-p. 2 line 15). This passage indicates that methods employing liner sheets 
and without liner sheets have been used for this purpose. Regardless, note that the claims do not 
exclude the use of liner sheets. It is the examiner's position that it would have been prima facie 
obvious to stack the fiber cement board articles of the Blum and Dai Nippon invention to aid the 
shipping operation. 

7. Claims 33-41 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Blum ('873) in view of Dai Nippon, as applied to claims 17-18, 31-32, and 42-50 above, 
and further in view of Takahashi ('352). 

8. From a prior Office action: 

Blum and Dai Nippon apply as above, teaching protective top coating layers but failing to 
specify the thickness of the top layer or the use of abrasion resistance agents. Takahashi teaches 
polyurethane coatings for fiber cement substrates, also teaching the conventionality of using 
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protective layers at a thickness of 5-30 pm (col. 7 lines 1-2). It is the examiner's position that it 
would have been prima facie obvious to one of ordinary skill in the art to use a conventional coating 
thickness for the top coatings in Blum and Dai Nippon to optimize solvent resistance and protection 
of the underlying layers. 

Furthermore, Takahashi teaches the conventionality of adding particles to the surface 
protective layers to improve abrasion resistance of the articles (col. 4 lines 52-67). Because the 
coatings of Blum and Dai Nippon serve to protect underlying layers of a building material, it is the 
examiner's position that it would have been prima facie obvious to include additives in the top 
coatings known to improve the abrasion resistance of the articles. 

9. Claims 19 and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Blum ('873) in view of Dai Nippon, and Takahashi ('352) as applied to claims 33-41 
above, and further in view of Harper et al. 

10. From a prior Office action: 

The references apply as above, noting the use of cement fiberboard substrates but failing 
to note the distinct compositions of those substrates. Harper discloses non-asbestos corrugated 
sheets comprising amounts of silica, cement, and cellulose fibers to form sheets suitable for 
external cladding and roofing (abstract). The densities of the sheets exceed 1400 kg/m 3 (1.4 
g/cm 3 ) (col. 3 lines 1-4). These sheets have improved strength and durability for asbestos-free 
products (col. 1 lines 48-52). Thus, it is the examiner's position that it would have bee-n prima 
facie obvious to use the substrates of Harper's invention for the composites of Blum, Kubota Corp, 
and Takahashi to produce a product having improved strength and durability. 

Response to Arguments 

1 1 . Regarding the applicant's arguments that the Blum reference does not disclose a 
coating that is "mar and abrasion resistant," it is the examiner's position that the term is 
relative. By the broadest reasonable interpretation, a coating having any amount of mar 
and abrasion resistance would be encompassed. Also, since the coatings of the Blum 
reference are of the claimed polyurethane dispersions, it is the examiner's position that 
Blum's coatings would inherently have good mar and abrasion resistant properties. 
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12. In response to the applicant's arguments that the Dai Nippon reference does not 
teach the claimed coating methods, it is noted that the reference teaches coating the 
substrate with each of the layers noted in the abstract. The applicant argues that one 
skilled in the art would not consider laminating to be encompassed by a "coating" step. 
The applicant cites a definition of coating that teaches coatings as liquid applications by 
spraying or by vapor deposition. First, it is the examiner's position that one skilled in the 
art, given current technology, would recognize that coatings are formed by many other 
methods. The examiner looks to Merriam-Webster's Dictionary for the broadest 
reasonable interpretation of the verb "coat," which encompasses covering or spreading 
with a finishing or protecting layer. One skilled in the art would recognize the layers of 
Dai Nippon as finishing or protecting layers. 

13. Next, the examiner looks to the art for examples of conventional coating 
methods. Several prior art references teach laminating as a coating method, 
suggesting that one skilled in the art would certainly not exclude laminating methods 
from the broad "coating" step. See Brown, col. 25 lines 40-52; Hotta et al., col. 26 lines 
32-35; Vogt et al., col. 7 lines 7-25; Hong et al., col. 4 lines 19-25; Dost et al., col. 1 
lines 21-26; Lewis et al., [0067]. From the recognition in the prior art of lamination as a 
coating method, it seems reasonable to assume that one skilled in the art would read 
lamination as a coating step by the broadest reasonable interpretation of "coating." 

14. Finally, it is noted that the Dai Nippon reference seems to teach coating liquid 
solutions or dispersions by teaching curtain flow coaters, paints, printing, and "coatings" 
in general ([0014]; examples). 
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15. Regarding the applicant's arguments that the claims must be interpreted in view 
of the specification, it is noted that, while this is true, limitations from the specification 
cannot be read into the claims. The claims call for coating certain layers onto a 
substrate. The prior art teaches laminating layers onto a substrate, and it is the 
examiner's position that this is encompassed by the "coating" steps. 

16. Regarding the applicant's arguments that there is no motivation to combine the 
references, it is the examiner's position that one skilled in the art, when considering both 
references, would recognize the benefits of using the Dai Nippon coatings. This is 
supported by the references' teachings of beneficial properties obtained from the 
coatings. Since those skilled in the art are constantly looking to improve coatings in any 
way conventional in the art, one would recognize the benefits of the combination. 

17. In response to applicant's argument that the examiner's conclusion of 
obviousness is based upon improper hindsight reasoning, it must be recognized that 
any judgment on obviousness is in a sense necessarily a reconstruction based upon 
hindsight reasoning. But so long as it takes into account only knowledge which was 
within the level of ordinary skill at the time the claimed invention was made, and does 
not include knowledge gleaned only from the applicant's disclosure, such a 
reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 
1971). 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Melanie D. Bissett whose telephone number is (571) 
272-1068. The examiner can normally be reached on M-F 8-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Seidleck can be reached on (571) 272-1078. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gbv. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 




Melanie D. Bissett 
Patent Examiner 
Art Unit 1711 
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